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DETAILED ACTION 

1 . Applicant's arguments, see Remarks, filed 9/8/06, with respect to the rejection(s) of 
claim(s) 1-4 under Popat et al. (hereinafter Popat) (US 6,678,415 Bl) in view of Hoshino (US 
6,868,189 Bl) have been ftilly considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made in view 
of Whitmarsh et al. (US 7,042,585 Bl). 

2. Claims 1-5 are presented for examination. 



Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 1-5 are directed to non-statutory subject matter. The claimed invention as a 
whole must be useful and accomplish a practical application. That is, it must produce a "useftil, 
concrete and tangible result ." State Street, 149 F.3d at 1373-74, 47 USPQ2d at 1601-02. The 
purpose of this requirement is to limit patent protection to inventions that possess a certain level 
of "real world" value, as opposed to subject matter that represents nothing more than an idea or 
concept, or is simply a starting point for future investigation or research (Brenner v. Manson, 383 
U.S. 519, 528-36, 148 USPQ 689, 693-96 (1966)); In re Fisher, 421 F.3d 1365, 76 USPQ2d 
1225 (Fed. Cir. 2005); In re Ziegler, 992 F.2d 1 197, 1200-03, 26 USPQ2d 1600, 1603-06 (Fed. 
Cir. 1993)). 

4. Specifically, in claim 1, line 14, it is claimed that paths presented are suitable to carry out 
the job . However, in the claim language, the job is not necessarily being executed or carried out 
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but rather is only suitable to carry out the job. The actual job execution is the tangible result 
needed to comply with 35 USC 101 but is lacking in the claim language. Claims 2-5 also do not 
contain a tangible result. The limitations of claims 1-5 do not claim carrying out the job 
execution. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. , Claims 1-5 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant regards as 

the invention. In claim 1 , it is unclear whether it is a system claim or a means plus function 

claim. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claims 1-3 and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by 



Whitmarsh et al. (hereinafter Whitmarsh) (US 7,042,585 Bl). 
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7. As to claim 1, Whitmarsh teaches a distributed document handling system for carrying 
out jobs, where jobs are carried out by services distributed over a network and where a job leads 
to a product, the system comprising: 

a pool of services, the services being distributed over a number of interconnected 
processing devices (col. 5, lines 1-9); 

specifying means for entering by a user a job specification comprising product 
specifications specifying the product to be delivered by the job and specifications specifying 
circumstantial constraints without effect on the product (wherein price is attribute), in 
considering selection from the pool of services (col. 10, lines 9-21 and 59-65, col. 11, lines 22- 
39, col. 5, lines 48-61); 

determining means for determining a path of services, the services being selected from 
the pool of services, wherein the path is suitable to carry out the job in accordance with the 
product specifications, and wherein the determining means is operable to take into account 
circumstantial constraints for that job (paths are determined based on price and are sorted or 
ranked based on price) (col. 11, lines 31-39). 

user interface means for presenting the paths suitable to carry out the job (col. 4, lines 49- 
67, col. 5, lines 1-9, Fig. 2, items 24 and 46); 

user interface means for, after the paths have been presented, enabling modification of 
the job specification by the user (attributes are entered via user interface and can be changed 
dynamically) (col. 5, lines 48-61, col. 11, lines 14-39); and 
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means for, upon modification of the job specification, involving the determination means 
again for determining a path of services, based on the modified job specification (col. 5, lines 48- 
61, col. 11, lines 14-39). 

8. As to claim 2, Whitmarsh teaches the distributed document handling system wherein: 

- a circumstantial constraint defines a limit in an ordered range (col. 11, lines 23-24); the 
system also comprises: 

means for ranking paths suitable to carry out the job in accordance With the ordered range 
of the circumstantial constraint (col. 11, lines 23-39); and 

user interface means for selection by the user of a desired job specification from a ranked 
list of job specifications based on the ranked paths (col. 10, lines 9-21 and 59-65, col. 1 1, lines 
22-39, col. 5, lines 48-61). 

9. As to claim 3, Whitmarsh teaches wherein the system also comprises user interface 
means for selection by the user of the circumstantial constraint to be used in the ranking of the 
paths (col. 1 1, lines 22-58). 

10. As to claim 5, Whitmarsh teaches wherein the processing devices are connected to each 
other by a local area network or the Internet (col. 3, lines 25-40). 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

IL Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Whitmarsh et 

al. (hereinafter Whitmarsh) (US 7,042,585 Bl) in view of Nakajima (US 2002/0107817 Al), 

12. As to claim 4, Whitmarsh is silent in calculating the total price from the price attributes 
of services included in a determined path. However, Nakajima teaches a network printing 
system that has a summing means that calculates the total charge/price for printing services, for 
example ([001 1], It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Whitmarsh' s network printing system with Nakajima' s network 
printing system so that it could be efficiently determined how much the customer needs to be 
charged ([0010]-[0011]). 

Response to Arguments 

13. Applicant's arguments have been fully considered but are moot in view of the new 
grounds of rejections. 



Application/Control Number: 09/974,91 1 
Art Unit: 2195 



Page 7 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenneth Tang whose telephone number is (571) 272-3772. The 
examiner can normally be reached on 8:30AM - 6:00PM, Every other Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Meng-Ai An can be reached on (571) 272-3756. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions.on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Kt 

11/14/06 
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